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Status 

1 )KI Responsive to communication(s) filed on 07 July 2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 35-42 and 51-69 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 35-42, 51-69 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Status of Claims 

Claims 35-42 and 51-69 are pending in this application. Claims 35, 51 and 59 are 
amended and claims 67-69 are new. 

Response to Arguments 

1 . Applicant's arguments filed 07/07/2009 have been fully considered but they are 
not persuasive. Regarding the 101 rejection of claims 35-42 and 51-66 the examiner 
asserts that the applicant has not shown that the claims as amended provide the 
necessary functional and structural interrelationship per MPEP 2106.01 . In the present 
case, the claims do not describe how or what performs the steps of the claim. The data 
describing a term note or a money market note can be similar to that of e.g., a 
dematerialized security. The acts of receiving, crediting and determining if the note is 
fully credited are not specifically supported by the apparatus claimed. In addition, the 
claimed apparatus was not originally claimed and is not supported by the specification 
as noted in previous office actions. 
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2. Applicant's arguments filed 07/07/2009 have been fully considered but they are 
not persuasive. Regarding the 1 12 1 st rejections of claims 35-42 and 51-66, Per MPEP 
2164.05 (a); 

Whether the specification would have been enabling as of the filing date involves 
consideration of the nature of the invention, the state of the prior art, and the level of skill 
in the art. The initial inquiry is into the nature of the invention, i.e., the subject matter to 
which the claimed invention pertains. The nature of the invention becomes the backdrop 
to determine the state of the art and the level of skill possessed by one skilled in the art. 
The state of the prior art is what one skilled in the art would have known, at the time the 
application was filed, about the subject matter to which the claimed invention pertains. The 
relative skill of those in the art refers to the skill of those in the art in relation to the subject 
matter to which the claimed invention pertains at the time the application was filed. See 
MPEP § 2164.05(b). 

In the present case, the invention is directed toward providing liquidity for asset 
backed commercial paper or finance, in general. The claims themselves describe 
the features of the notes and do not describe how the liquidity is gained through the 
use of the claimed apparatus. The applicant's representative argues that the 
rejection is improper because one of ordinary skill in the art at the time of the 
invention would have known how to make and or use the invention and thus the 
applicant is not required to disclose it in the specification. The examiner asserts that 
one of ordinary skill in the art to which the invention pertains would not have known 
how to make and or use the invention as claimed and that the specification provides 
no guidance for doing so. The examiner asserts that nothing in the prior art of record 
suggests that one of ordinary skill in the art of finance would know how to configure 
a computer system to perform the acts recited in more than a manner that would not 
be considered insignificant extra-solution activity. 
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Also, contrary to applicant's argument the examiner asserts that MPEP 2164.06 (a) 
I. provides an example of undue experiment which is particularly relevant here. 


2164.06(a) [R-1] Examples of *>Enablement< Issues-Missing Information 
It is common that doubt arises about enablement because information is missing about 
one or more essential parts or relationships between parts which one skilled in the art 
could not develop without undue experimentation. In such a case, the examiner should 
specifically identify what information is missing and why the missing information is needed 
to provide enablement. 

I. ELECTRICAL AND MECHANICAL DEVICES OR PROCESSES 
For example, a disclosure of an electrical circuit apparatus, depicted in the drawings by 
block diagrams with functional labels, was held to be nonenabling in In re Gunn, 537 
F.2d 1 123, 1 129, 190 USPQ 402, 406 (CCPA 1976). There was no indication in the 
specification as to whether the parts represented by boxes were "off the shelf" or must be 
specifically constructed or modified for applicant's system. Also there were no details in 
the specification of how the parts should be interconnected, timed and controlled so as to 
obtain the specific operations desired by the applicant. In In re Donohue, 550 F.2d 1269, 
193 USPQ 136 (CCPA 1977), the lack of enablement was caused by lack of information 
in the specification about a single block labeled "LOGIC" in the drawings. See also 
Union Pacific Resources Co. v. Chesapeake Energy Corp., 236 F.3d 684, 57 
USPQ2d 1293 (Fed. Cir. 2001) (Claims directed to a method of determining the 
location of a horizontal borehole in the earth failed to comply with enablement 
requirement of 35 U.S.C. 1 12 because certain computer programming details used to 
perform claimed method were not disclosed in the specification, and the record showed 
that a person of skill in art would not understand how to "compare" or "rescale" data as 
recited in the claims in order to perform the claimed method.). 

Finally, per MPEP 2164.04; 

While the analysis and conclusion of a lack of enablement are based on the factors 
discussed in MPEP § 2164.01(a) and the evidence as a whole, it is not necessary to 
discuss each factor in the written enablement rejection. The language should focus on 
those factors, reasons, and evidence that lead the examiner to conclude that the 
specification fails to teach how to make and use the claimed invention without undue 
experimentation, or that the scope of any enablement provided to one skilled in the art is 
not commensurate with the scope of protection sought by the claims. This can be done by 
making specific findings of fact, supported by the evidence, and then drawing conclusions 
based on these findings of fact. For example, doubt may arise about enablement because 
information is missing about one or more essential parts or relationships between parts 
which one skilled in the art could not develop without undue experimentation. In such a 
case, the examiner should specifically identify what information is missing and why one 
skilled in the art could not supply the information without undue experimentation. See 
MPEP § 2164.06(a). References should be supplied if possible to support a prima 
facie case of lack of enablement, but are not always required. In re Marzocchi, 439 
F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971). However, specific technical 
reasons are always required. 


Regarding the written description rejection, MPEP 2161 .01 states; 
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2161.01 [R-5] Computer Programming and 35 U.S.C. 112, First Paragraph 
The requirements for sufficient disclosure of inventions involving computer programming 
are the same as for all inventions sought to be patented. Namely, there must be an 
adequate written description, the original disclosure should be sufficiently enabling to 
allow one to make and use the invention as claimed, and there must be presentation of a 
best mode for carrying out the invention. 

The following guidelines, while applicable to a wide range of arts, are intended to provide 
a guide for analyzing 35 U.S.C. 112, first paragraph, issues in applications involving 
computer programs, software, firmware, or block diagram cases wherein one or more of 
the "block diagram" elements are at least partially comprised of a computer software 
component. It should be recognized that sufficiency of disclosure issues in computer 
cases necessarily will require an inquiry into both the sufficiency of the disclosed 
hardware as well as the disclosed software due to the interrelationship and 
interdependence of computer hardware and software. 

I. WRITTEN DESCRIPTION 

The function of the written description requirement is to ensure that the inventor had 
possession of, as of the filing date of the application relied on, the specific subject matter 
later claimed by him or her; how the specifica-tion accomplishes this is not material. In re 
Herschler, 591 F.2d 693, 700-01 , 200 USPQ 71 1, 717 (CCPA 1979) and further 
reiterated in In re Kaslow, 707 F.2d 1366, 707 F.2d 1366, 217 USPQ 1089 (Fed. Cir. 
1983). See also MPEP § 2163 - § 2163.04. 

II. BEST MODE 

The purpose of the best mode requirement is to "restrain inventors from applying for 
patents while at the same time concealing from the public the preferred embodiments of 
their inventions which they have in fact conceived." In re Gay, 309 F.2d 769, 772, 135 
USPQ 311, 315 (CCPA 1962). Only evidence of concealment, "whether accidental or 
intentional," is considered in judging the adequacy of the disclosure for compliance with 
the best mode requirement. Spectra-Physics, Inc. v. Coherent, Inc. ,827 F.2d 1524, 
1535, 3 USPQ 2d 1737, 1745 (Fed. Cir. 1987). That evidence, in order to result in 
affirmance of a best mode rejection, must tend to show that the quality of an applicant's 
best mode disclosure is so poor as to effectively result in concealment." In re Sherwood, 
613 F.2d 809, 816-817, 204 USPQ 537, 544 (CCPA 1980). Also, see White Consol. 
Indus, v. Vega Servo-Control Inc., 214 USPQ 796, 824 (S.D. Mich. 1982), aff 'd on 
related grounds, 713 F.2d 788, 218 USPQ 961 (Fed. Cir. 1983). See also MPEP § 
2165 -§ 2165.04. 

There are two factual inquiries to be made in determining whether a specification satisfies 
the best mode requirement. First, there must be a subjective determination as to whether 
at the time the application was filed, the inventor knew of a best mode of practicing the 
invention. Second, if the inventor had a best mode of practicing the invention in mind, 
there must be an objective determination as to whether that best mode was disclosed in 
sufficient detail to allow one skilled in the art to practice it. Fonar Corp. v. General 
Electric Co., 107 F.3d 1543, 41 USPQ2d 1801, 1804 (Fed. Cir. 1997); Chemcast 
Corp. v. Arco Industries, 913 F.2d 923, 927-28, 16 USPQ2d 1033, 1036 (Fed. Cir. 
1990). "As a general rule, where software constitutes part of a best mode of carrying out 
an invention, description of such a best mode is satisfied by a disclosure of the functions 
of the software. This is because, normally, writing code for such software is within the 
skill of the art, not requiring undue experimentation, once its functions have been 
disclosed. . . . [Fjlow charts or source code listings are not a requirement for adequately 
disclosing the functions of software." Fonar Corp., 107 F.3d at 1549, 41 USPQ2d at 
1805 (citations omitted). 

What would have been obvious to one of ordinary skill in the art is not the test. Possession of the 
invention must be shown by the written description and does not extend to subject matter not 
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discloses but that would be obvious over what is expressly disclosed. Lockwood V. American Airlines 
Inc. 41 USPQ 1961. 

A review of the claims and updated search necessitated the rejections below. 
Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1. Claim(s) 67, 68 and 69 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The examiner asserts that a 
computer-readable medium that stores data describing a term note and a money market 
note is non-functional descriptive material. When nonfunctional descriptive material is 
recorded on some computer-readable medium, in a computer or on an electromagnetic 
carrier signal, it is not statutory since no requisite functionality is present to satisfy the 
practical application requirement. Merely claiming nonfunctional descriptive material, 
i.e., abstract ideas, stored on a computer-readable medium, in a computer, or on an 
electromagnetic carrier signal, does not make it statutory. See >Diamond v.< Diehr, 450 
U.S. *>1 75,< 1 85-86, 209 USPQ *>1 ,< 8 (noting that the claims for an algorithm in 
Benson were unpatentable as abstract ideas because "[t]he sole practical application of 
the algorithm was in connection with the programming of a general purpose 
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computer."). Such a result would exalt form over substance. In re Sarkar, 588 F.2d 
1330, 1333, 200 USPQ 132, 137 (CCPA 1978) ("[E]ach invention must be evaluated as 
claimed; yet semantogenic considerations preclude a determination based solely on 
words appearing in the claims. In the final analysis under § 101, the claimed invention, 
as a whole, must be evaluated for what it is.") (quoted with approval in Abele, 684 F.2d 
at 907, 214 USPQ at 687). See also In re Johnson, 589 F.2d 1070, 1077, 200 USPQ 
199, 206 (CCPA 1978) ("form of the claim is often an exercise in drafting"). Thus, 
nonstatutory music is not a computer component, and it does not become statutory by 
merely recording it on a compact disk. Protection for this type of work is provided under 
the copyright law. When nonfunctional descriptive material is recorded on some 
computer-readable medium, in a computer or on an electromagnetic carrier signal, it is 
not statutory and should be rejected under 35 U.S.C. 101 . In addition, USPTO 
personnel should inquire whether there should be a rejection under 35 U.S.C. 102 or 
103. USPTO personnel should determine whether the claimed nonfunctional descriptive 
material be given patentable weight. USPTO personnel must consider all claim 
limitations when determining patentability of an invention over the prior art. In re 
Gulack, 703 F.2d 1381, 1385, 217 USPQ 401,403-04 (Fed. Cir. 1983). USPTO 
personnel may not disregard claim limitations comprised of printed matter. See 
Gulack, 703 F.2d at 1384, 217 USPQ at 403; see also Diehr, 450 U.S. at 191, 209 
USPQ at 10. However, USPTO personnel need not give patentable weight to printed 
matter absent a new and unobvious functional relationship between the printed matter 
and the substrate. See ** Lowry, 32 F.3d **>at< 1583-84, 32 USPQ2d **>at< 1035 **; 
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In re Ngai, 367 F.3d 1336, 70 USPQ2d 1862 (Fed. Cir. 2004). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 . Claims 67, 68 and 69 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. In the present case, an apparatus and a computer readable medium are 
claimed. Neither the apparatus nor the computer readable medium are disclosed in the 
specification. 

2. Claims 67, 68 and 69 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William E. Rankins whose telephone number is 571- 
270-3465. The examiner can normally be reached on M-F 7:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dixon can be reached on 571-272-6803. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/William E Rankins/ 
Examiner, Art Unit 3696 
09/16/2009 

/Daniel S Felten/ 

Primary Examiner, Art Unit 3696 


